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DETAILED ACTION 

i> This action is in response to Applicant's amendment and remarks, dated 12.22.2004. 
Claims 8, 9 and 28 have been cancelled. Claims 4-7, 10-12, 19-27, 29 and 30 are presented for 
further examination. 

Response to Arguments 

2> Applicant's arguments with respect to claims 4, 7, 10-12, 21 and 29 have been considered 
but are moot in view of the new ground(s) of rejection. 

3> Applicant's arguments with respect to claims 5-6, 19, 20 and 23-27 have been fully 
considered but are not persuasive. 

Before continuing, a brief summary of the McCoy reference is in order to help 
substantiate Examiner's rejections. McCoy is directed towards a biometric identification 
system. Fingerprints or facial images of personnel are stored in a database and used as a basis 
for comparison. The authentication of the personnel takes place by taking a current image of 
their fingerprint or face; features (minutiae) of this particular image are extracted, and an 
identifier is created based on these features. The identifier is then compared with the 
prestored image of the fingerprint that is stored in the database; if their identifiers match, the 
prestored image is transmitted to the client workstation and displayed next to the newly 
obtained image on the workstation. 

Applicant is arguing in substance: (a) that there is no identifying a feature within a 
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digital image; and (b) creating an image identifier and automatically displaying, transmitting 
or storing a second digital image based on identifying the image content identifier within the 
second image; and (c) that the present invention is directed towards performing an 
automated task based on the identification and presence of an identifier in an image, and not 
a retrieval system as in McCoy. 

With regard to (a), as mentioned in the summary, McCoy discloses identifying 
fingerprint minutiae, the minutiae extracted from a first fingerprint. In this embodiment, 
McCoy's first fingerprint is analogous to a digital image, and the minutiae are analogous to 
features identified within the image/ 

With regard to (b), the extracted minutiae is formed into a content identifier, the 
identifier being used to locate any matching images in the database. If there is a match, the 
second matching fingerprint image is transmitted to the client workstation and displayed. 
Therefore, the matching fingerprint image is analogous to the second image and the 
extracted minutiae are analogous to the content identifier. 

With regard to (c), McCoy discloses that once a match for the fingerprint minutiae is 
located in the database, the matching fingerprint is automatically transmitted to the 
workstation and displayed. Therefore, McCoy's automated fingerprint retrieval, 
transmission and display (on the client workstation) processes are analogous to the 
automated task based on the identification and presence of the minutiae in the fingerprint 
image. 

Additionally, Applicant stated that the present invention is not directed towards a 
retrieval system [page 13 «lines 30-32»]. However, Examiner would like to point out that 
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claim 23 discloses functionality for providing an image icon that identifies a particular image 
to be retrieved over a communications network. Thus, claims 23-27 are directed to an 
automated retrieval system similar to McCoy. McCoy discloses providing an image icon of 
the fingerprint, utilizing the image icon to search for a full fingerprint stored on the database, 
and subsequently returning the matching fingerprint over a network. 

Claim Rejections * 35 USC § 102 

4> The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 

5> Claims 4-7, 10, 12, 19-22 and 29-30 are rejected under 35 U.S.C § 102(e) as being 
anticipated by Lloyd-Jones et al, U.S Patent Publication No. 2002/0055955 Ai ["Lloyd"]. 

6> As to claim 4, Lloyd discloses a method for automatically forwarding a digital media 
file by a first party to a second party over a communication network, said digital media file 
having at least one digital image file and a digital information file, comprising the steps of: 
analyzing a digital image media file for determining if an image content identifier is 
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present, said image content identifier having an associated electronic address [0031, 0039 
where: "Jenny" metadata is related to Jenny's email address]; and 

automatically forwarding said digital image to said electronic address over said 
communication network if said image content identifier is present [0039]. 

7> As to claim 5, Lloyd discloses a method for identifying images for communication 
over a communication network [abstract], comprising the steps of: 
displaying a digital image [0031, 0034, 0037, 0038, 0039, 0042]; 

identifying a feature within said digital image [0031, 0034, 0037, 0038, 0039, 0042]; 
creating an image content identifier based on said feature [0031, 0034, 0037, 0038, 0039, 

0042]; 

displaying, transmitting or storing a second digital image based on identifying the 
image content identifier within said second digital image [0031, 0034, 0037, 0038, 0039, 0042]. 

8> As to claim 6, McCoy discloses the method according to claim 6, wherein the content 
identifier is based on parameters used for face recognition [0042]. 

9> As to claim 7, Lloyd discloses a method for identifying images for communication 
over a communication network [abstract], comprising the steps of: 
analyzing a digital image [0034]; 

identifying a feature within said digital image using a pre-established image content 
identifier having an associated electronic address [0038, 0039, 0042]; 
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displaying, transmitting or storing said image based on identifying the 
feature within said image [0038, 0039, 0042]. 

io> As to claim io, Lloyd discloses a system for automatically sharing images over a 
communication network, comprising: 

obtaining at least one image identifier comprising an image content identifier and an 
associated electronic address[oo3i, 0038, 0039, 0042]; 

analyzing digital images for determining if the said image content identifier 
substantially matches a portion of said images [0031, 0038, 0039, 0042 where: a certain image 
or person in an image is associated with a content identifier ("Jenny" identifier)]; and 

automatically forwarding said images that substantially match said image content 
identifier over said communication network to said associated electronic address [0031, 0038, 
0039, 0042]. 

n> As to claim 12, it does not teach or further define over the limitations recited in claim 
10. Therefore, claim 12 is also rejected for the same reasons as set forth in claim 10, supra . 

I2> As to claims 19 and 20, as they are computer software products that perform the steps 
of the methods of claims 5 and 6 respectively, they do not teach or further define over the 
limitations recited in claims 5 and 6. Therefore, claims 19 and 20 are rejected for the same 
reasons as set forth in claims 5 and 6, supra . 
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i3> As to claim 21, as it is a computer software products that perform the steps of the 
method of claim 4, they do not teach or further define over the limitations recited in claim 4. 
Therefore, claim 21 is rejected for the same reasons as set forth in claim 4, supra . 

I4> As to claim 22, as it is a computer software products that perform the steps of the 
method of claim 10, it does not teach or further define over the limitations recited in claims 
10. Therefore, claim 22 is rejected for the same reasons as set forth in claim 10, supra . 

i5> As to claim 29, Lloyd discloses a method for automatically forwarding a digital media 
file by a first party to a second party over a communication network, said digital media file 
having at least one digital image file and a digital information file [paragraphs 0014, 0024], 
comprising the steps of: 

analyzing a digital image media file for determining if an image content identifier is 
present, said image content identifier having an associated electronic address [0031, 0039 
where: "Jenny" metadata is related to Jenny's email address]; 

automatically forwarding said digital image to said electronic address over said 
communication network if said image content identifier is present [0039]; and 

automatically updating said content identifier to reflect a change [0038 where: new 
icons are generated when there is a change in the image]. 



i6> As to claim 30, Lloyd discloses a method according to claim 29, wherein said content 
identifier is the appearance of an individual and said change in appearance [0038]. 
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I7> The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

i8> Claims 5-6, 19-20, 23 and 24 are rejected under 35 U.S.C § 102(b) as being anticipated by 
McCoy et al, U.S Patent No. 6.018.739 ["McCoy"]. 

i9> As to claim 5, McCoy discloses a method for identifying images for communication 
over a communication network [abstract], comprising the steps of: 
displaying a digital image [column 8 <lines 28~33>]; 

identifying a feature within said digital image [column 8 <lines ^6-^i> where: 
a fingerprint is equivalent to a feature in the digital image}; 

creating an image content identifier based on said feature [column 8 <lines 4i - 44> 
where: the compressed minutiae, image and textual data is comparable to an image content 
identifier as it is used by the server to compare the image (fingerprint/face) to stored images 
in the database]; 

displaying, transmitting or storing a second digital image based on identifying the 
image content identifier within said second digital image [column 10 <lines 45'53> where the 
second digital image is the matching fingerprint]. 



Application/Control Number: 09/891,751 Page 9 

Art Unit: 2152 

20 As to claim 6, McCoy discloses the method according to claim 6, wherein the content 
identifier is based on parameters used for face recognition [column 4 <lines 32-36 and 49*58>]. 

2i> As to claims 19 and 20, as they are computer software products that perform the steps 
of the methods of claims 5 and 6 respectively, they do not teach or further define over the 
limitations recited in claims 5 and 6. Therefore, claims 19 and 20 are rejected for the same 
reasons as set forth in claims 5 and 6, supra . 

22> As to claim 23, McCoy discloses a method for automatically obtaining images from a 
third party computer for a user over a communication network, comprising the steps of: 

providing an image icon by a user on a user computer which identifies a particular 
type of an image that is to be automatically retrieved [column 4 <lines 45'58> | column 7 
<lines 24'30> where: the fingerprint or photograph image (and its extracted minutiae) are 
equivalent to an image icon, and they specify the type of matching that is required; for 
instance, if an fingerprint is submitted to the server, than any matching fingerprint image 
type is requested]; 

forwarding said image icon to a remote site over a communication network [Figure 1 
<items 12a, 13, 11 I column 3 dines i-5> where: the minutiae is forwarded to a remote site to be 
used as a matching comparison with the stored fingerprints]; 

using said image icon at said remote site for identifying an image in accordance with a 
particular type of image [column 3 <lines 8-i6> where: the fingerprint stored in the database is 
compared with the image icon provided by the user]; 
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forwarding said identified image to said user over a communication network [column 
11 <lines 29'39>]. 

23> As to claim 24, McCoy discloses the method according to claim 23, wherein said image 
icon comprises a facial recognition analysis [column 4 <lines 32-36 and 49-58>]. 

Claim Rejections - 35 USC § 103 

24> The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

25> Claim 11 is rejected under 35 U.S.C § 103(a) as being' unpatentable over Lloyd , in view 
of Davis et al, U.S Patent Publication 2002/0001395 ["Davis"]. 

z6> Lloyd does not explicitly disclose the system wherein said images are forwarded to a 
fulfillment provider for providing goods and/or services with respect to said at least one 
digital image file. 

27> Davis discloses a system wherein said images are forwarded to a fulfillment provider 
for providing goods and/or services with respect to said at least one digital image file [0171, 
0172, 0173, 0174]. It would have been obvious to one of ordinary skill in the art to incorporate 
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Davis* fulfillment provider for providing imaging services to a user in Lloyd's photo system. 
One would have been motivated to perform such an implementation to increase the 
capability of Lloyd's photography system. 

28> Claims 25 and 27 are rejected under 35 U.S.C § 103(a) as being unpatentable over 
McCoy. 

29> As to claim 25, McCoy does not explicitly disclose the method according to claim 23, 
wherein said user identifies the remote site wherein said image icon is to be placed, but does 
state that the user is signs on to the server with which the user will send the 
fingerprint/photograph information [column 3 <lines 25~29>]. Thus, it would have been 
obvious to one of ordinary skill in the art that the user identifies the remote site where the 
image icons are to be placed by the act of signing on to the server; the remote site must be 
identified by the user so the workstation knows where to send the image icons. 

30> As to claim 27, McCoy does not explicitly disclose the method according to claim 25, 
wherein said remote site provides consent to have it database of digital images analyzed for 
determining if any images can be identified, but does state. that the user is granted access to 
the image databases by the server [column 3 <lines 25'29>]. It would have been obvious to one 
of ordinary skill in the art would have inferred that the user act of signing on and obtaining 
access to the server is equivalent in functionality to the remote site providing consent to the 
user. 
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3i> Claim 26 is rejected under 35 U.S.C § 103(a) as being unpatentable over McCoy, in 
view of Lloyd. 

32> As to claim 26, McCoy does not disclose the method of claim 25 wherein said image 
icon includes the electronic address of said user where image is to be sent. 

33> Lloyd discloses a method of associating an electronic address to an image icon for the 
purposes of allowing the image to be disclosed or emailed to only those people that have their 
email (electronic) address linked to the image's identifier [0031, 0039]. As McCoy suggests 
including transaction parameters along with the images [McCoy - column 8 <lines 4i-44>], it 
would have obvious to one of ordinary skill in the art to implement Lloyd's electronic 
address association method into McCoy's image transmission method to enable the 
destination to be encoded directly into the image. One would have been motivated to 
perform such an implementation to allow the image to automatically sent to the right 
addresses. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dohm Chankong whose telephone number is (571)272-3942. 
The examiner can normally be reached on 8:30AM - 5:30PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenton Burgess can be reached on (571)272-3949. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). 
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